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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

1. A request for continued examination under 37 CFR 1.114, including ttie fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 15 
February 2007 has been entered. 

Response to Amendment 

2. The Applicants* preliminary amendment, filed 15 February 2007, has been' 
received, entered into the record, and considered. 

3. As a result of the amendment, claims 14 and 22 have been amended, and new 
claims 70-72 have been added. Claims 14, 22 and 52-72 are now pending in the 
application. 
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The Invention 

4. The claimed invention is a system and method for analyzing patent documents 
and calculating a strength value for each patent. 



Priority 

5. The Applicants* claim to domestic priority under 35 U.S,C. § 120 as a divisional 
application based on application 09/415,148, filed 8 October 1999, is acknowledged. 



Drawings 

6. In view of the amended drawing Figure 32, the objection to the drawings is 
withdrawn. 



Claim Rejections - 35 USC § 102 
7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 
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8. Claims 14, 22, 52, 57, 60, 61, 66 and 69-70 and 72 are rejected under 35 

U.S.C. 102(a) as being anticipated by Gof fman et al. (PCT Publication WO 00/75851). 



9. Regarding claim 14, Goffman et al. teaches a computer-based method for 
ranking a set of patents according to strength as claimed, comprising: 

a) analyzing said set of patents by consideration of a number of linguistic 

components in at least one independent claim in each patent (see disclosure 
on page 19, lines 1-18, that a relative value number for a patent can be 
generated based upon relative value variables, including measures of the 
length of claims such as the number of characters, v^ords and paragraphs; 
see also page 20, lines 20-24); 

b) assigning a strength ranking to said each patent responsive to said analysis, 

wherein said analyzing and assigning are performed by a general-purpose 
computer specially programmed to perform said analyzing and assigning 
(see disclosure on page 19, lines 1-18, that a relative value number for a 
patent can be generated based upon relative value variables, including 
measures of the length of claims such as the number of characters, words 
and paragraphs; see also page 20, lines 20^24); and 
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c) storing the strength ranking in a database (see disclosure that the system 

generates a report in response to a user request and stores said report, page 
9, lines 20-31). 



10. Rejgarding claim 22, Goffman et al. teaches an apparatus for ranking a set of 
patents according to strength as claimed, comprising: 

a) means for analyzing said set of patents by consideration of a number of 

linguistic components in at least one claim in said each patent (see 
disclosure on page 19, lines 1-18, that a relative value number for a patent 
can be generated based upon relative value variables, including measures 
of the length of claims such as the number of characters, words and 
paragraphs; see also page 20, lines 20-24); and 

b) means for assigning a strength ranking to said each patent responsive to said 

analysis, wherein said means for analyzing and said means for assigning 
are located in at least one general-purpose computer (see disclosure on 
page 19, lines 1-18, that a relative value number for a patent can be 
generated based upon relative value variables, including measures of the 
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length of claims such as the number of characters, words and paragraphs; 
see also page 20, lines 20-24). 



11. Regarding claim 70, Goffman et al. teaches a computer-based method for 
ranking a set of patents according to strength as claimed, comprising: 

a) analyzing said set of patents by consideration of a number of elements in at 

least one independent claim in each patent (see disclosure on page 19, lines 
1-18, that a relative value number for a patent can be generated based upon 
relative value variables, including measures of the length of claims such as 
the number of characters, words and paragraphs; see also page 20, lines 20- 
24); 

b) assigning a strength ranking to said each patent responsive to said analysis, 

wherein said analyzing and assigning are performed by a general-purpose 
computer specially programmed to perform said analyzing and assigning 
(see disclosure on page 19, lines 1-18, that a relative value number for a 
patent can be generated based upon relative value variables, including 
measures of the length of claims such as the number of characters, words 
and paragraphs; see also page 20, lines 20-24); and 
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c) storing the strength ranking in a database (see disclosure that the system 

generates a report in response to a user request and stores said report, page 
9, lines 20-31). 



12. Regarding claim 72, Goffman et al. teaches an apparatus for ranking a set of 
patents according to strength as claimed, comprising: 

a) means for analyzing said set of patents by consideration of a number of 

elements in at least one claim in said each patent (see disclosure on page 19, 
lines 1-18, that a relative value number for a patent can be generated based 
upon relative value variables, including measures of the length of claims 
such as the number of characters, words and paragraphs; see also page 20, 
lines 20-24); and 

b) means for assigning a strength ranking'to said each patent responsive to said 

analysis, wherein said means for analyzing and said means for assigning 
are located in at least one general-purpose computer (see disclosure on 
page 19, lines 1-18, that a relative value number for a patent can be 
generated based upon relative value variables, including measures of the 
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length of claims such as the number of characters, words and paragraphs; 
see also page 20, lines 20-24). 



13. Regarding claims 52 and 61, Goffman et al. additionally teaches a method and 
apparatus further comprising: 

a) identifying each independent claim in each said patent (see disclosure that the 

relative value variables include the total number of independent claims, 
page 19, lines 1-15); 

b) determining a number of elements in each independent claim (see disclosure 

on page 19, lines 1-18, that a relative value number for a patent can be 
generated based upon relative value variables, including measures of the 
length of claims such as the number of characters, words and paragraphs; 
see also page 20, lines 20-24); and 

c) for said each patent, identifying a respective first independent claim from 

among said each independent claim, where said respective first 
independent claim has a smallest said number of elements and where said 
steps of identifying each independent claim, determining and identifying a 
respective first independent claim are performed by said general-purpose 



Application/Control Number: 10/713,315 Page 9 

Art Unit: 2167 

computer (see disclosure on page 19, lines 1-18, that a relative value 
number for a patent can be generated based upon relative value variables, 
including measures of the length of claims such as the number of 
characters, words and paragraphs; see also page 20, lines 20-24). 

14. Regarding claims 57 and 66, Gof fman et al. additionally teaches a method and 
apparatus further comprising: 

a) identifying at least one independent claim (see disclosure that the relative 

value variables include the total number of independent claims, page 19, 
lines 1-15); 

b) identifying said linguistic or textual components in said at least one 

independent claim (see disclosure on page 19, lines 1-18, that a relative 
value number for a patent can be generated based upon relative value 
variables, including measures of the length of claims such as the number of 
characters, words and paragraphs; see also page 20, lines 20-24); 

c) determining a number of said linguistic or textual components in said at least 

one independent claim (see disclosure on page 19, lines 1-18, that a relative 
value number for a patent can be generated based upon relative value 
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variables, including measures of the length of claims such as the number of 
characters, words and paragraphs; see also page 20, lines 20-24); and 
d) for said each patent, identifying a respective second independent claim from 
among said at least one independent claim, where said respective second 
independent claim has a smallest said number of linguistic or textual 
components and where said steps of identifying at least one independent 
claim, said identifying components, said determining and said identifying 
a second independent claim are performed by said general-purpose 
computer (see disclosure on page 19, lines 1-18, that a relative value 
number for a patent can be generated based upon relative value variables, 
including measures of the length of claims such as the number of 
characters, words and paragraphs; see also page 20, lines 20-24). 

15. Regarding claims 60 and 69, Goffman et al. additionally teaches a method and 
apparatus wherein analyzing said set of patents by consideration of number of 
linguistic or textual components further comprises counting a number of terms in said 
at least one independent claim in said each patent (see disclosure on page 19, lines 1-18, 
that a relative value number for a patent can be generated based upon relative value 
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variables, including measures of the length of claims such as the number of characters, 
words and paragraphs; see also page 20, lines 20-24). 

16. Claims 22 and 72 are rejected under 35 U.S.C. 102(a) as anticipated by or, in the 
alternative, under 35 U.S.C, 103(a) as obvious over Applicants' Admitted Prior Art. 

17. Regarding claim 22, Admitted Prior Art teaches an apparatus for ranking a set of 
patents according to strength as claimed, comprising: 

a) means for analyzing said set of patents by consideration of a number of 

linguistic components in at least one claim in said each patent (see 
disclosure that in general, the fewer claim elements or words in a claim, the 
broader its scope, paragraph [0012]); and 

b) means for assigning a strength ranking to said each patent responsive to said 

analysis (see disclosure that the claim structure and scope are two of the 
criteria that determine the "strength" of a patent, paragraph [0014]). 

Admitted Prior Art fails to explicitly teach an apparatus comprising a computer. 
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However, it is a well settled rule that automating a known manual process that 
accomplishes the same result would be obvious to an ordinary artisan in order to make 
the performance of the process less labor intensive and faster. See In re Venner et al 
(CCPA) 120 USPQ 192. 

18. Regarding claim 72, Admitted Prior Art teaches an apparatus for ranking a set of 
patents according to strength as claimed, comprising: 

a) means for analyzing said set of patents by consideration of a number of 

elements in at least one claim in said each patent (see disclosure that in 
general, the fewer claim elements or words in a claim, the broader its scope, 
paragraph [0012]); and 

b) means for assigning a strength ranking to said each patent responsive to said 

analysis (see disclosure that the claim structure and scope are two of the 
criteria that determine the "strength" of a patent, paragraph [0014]). 

Admitted Prior Art fails to explicitly teach an apparatus comprising a computer. 
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However, it is a well settled rule that automating a known manual process that 
accomplishes the same result would be obvious to an ordinary artisan in order to make 
the performance of the process less labor intensive and faster. See In re Venner et al 
(CCPA) 120 USPQ 192. 



Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
PatentabUity shall not be negatived by the manner in which the invention was made. 

20. The factual inquiries set forth in Graham v, John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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21. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1.56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

22. Claim 71 is rejected under 35 U.S.C. 103(a) as being unpatentable over Goffman 
et al. (PCT Publication WO 00/75851). 

23. Regarding claim 71, Goffman et al. teaches a computer-based method for 
ranking a set of patents according to strength as claimed, comprising: 

a) identifying each independent claim in each said patent (see disclosure that the 
relative value variables include the total number of independent claims, 
page 19, lines 1-15); 
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b) determining a respective number of elements in each independent claim (see 

disclosure on page 19, lines 1-18, that a relative value number for a patent 
can be generated based upon relative value variables, including measures 
of the length of claims such as the number of characters, words and 
paragraphs; see also page 20, lines 20-24); and 

c) for said each patent, assigning a respective weighted strength ranking, said 

respective weighted strength ranking including a multiplication by a 
respective predetermined coefficient (see disclosure on page 19, lines 1-18, 
that a relative value number for a patent can be generated based upon 
relative value variables, including measures of the length of claims such as 
the number of characters, words and paragraphs; see also page 20, lines 20- 
24; see also disclosure that the relative value calculation includes applying 
a normalization constant, page 20, line 32 through page 21, line 13); and 

d) storing each said respective strength ranking in a database (see disclosure that 

the system generates a report in response to a user request and stores said 
report, page 9, lines 20-31), wherein said identifying a respective first 
independent claim, assigning and storing are performed by said general- 
purpose computer specially programmed to perform said steps of 
identifying each independent claim, determining, identifying a respective 
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first independent claim, assigning, and storing (see disclosure of the use of 
a computer system in the Abstract, et seq.). 

Goffman et aL does not explicitly teach a computer-based method wherein 
assigning a strength ranking further comprises assigning a higher ranking to a patent 
with smaller number of elements in its first independent claim, and assigning the 
highest ranking to the patent with the smallest number of elements in its first 
independent claim. 

These steps would have been obvious to one of ordinary skill in the art at the 
time of the invention, however, since it was well known in the art that the shorter the 
independent claims, the broader the coverage provided and therefore the more valuable 
the patent (see page 20, lines 20-24), which means that the value of a given patent is 
defined by its broadest claim, the'broadest claim being the shortest independent claim, 
and therefore a patent whose shortest independent claim is shorter than that of another 
patent is more valuable and would therefore be assigned a higher strength ranking, and 
a patent whose shortest independent claim is shorter than that of all other claims would 
therefore be assigned the highest strength ranking. 
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24. Claims 53, 54, 58, 59, 62, 63, 67 and 68 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Goffman et al. (PCX Publication WO 00/75851) as applied to claims 
14, 22, 52, 57, 60, 61, 66 and 69-70 and 72 above. 

25. Regarding claims 53, 54, 58, 59, 62, 63, 67 and 68, Goffman et al. teaches a 
computer-based method and apparatus for ranking a set of patents according to 
strength substantially as claimed. 

Goffman et al. does not explicitly teach a computer-based method and 
apparatus wherein assigning a strength raiiking further comprises assigning a higher 
ranking to a patent with smaller number of elements in its first independent claim, and 
assigning the highest ranking to the patent with the smallest number of elements in its 
first independent claim. 

These steps would have been obvious to one of ordinary skill in the art at the 
time of the invention, however, since it was well known in the art that the shorter the ' 
independent claims, the broader the coverage provided and therefore the more valuable 
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the patent (see page 20, lines 20-24), which means that the value of a given patent is 
defined by its broadest claim, the broadest claim being the shortest independent claim, 
and therefore a patent whose shortest independent claim is shorter than that of another 
patent is more valuable and would therefore be assigned a higher strength ranking, and 
a patent whose shortest independent claim is shorter than that of all other claims would 
therefore be assigned the highest strength ranking. 

26. Claims 55, 56, 64 and 65 rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gof fman et al. as applied to claims 14, 22, 52, 57, 60, 61, 66 and 69-70 and 72 above, 
and further in view of Newman (U.S. Patent 5,774,833). 

27. Regarding claims 55 and 64, Goffman et al. teaches a computer-based method 
and apparatus for ranking a set of patents according to strength substantially as 
claimed. 
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Gof fman et al. does not explicitly teach a computer-based method and 
apparatus further comprising determining the number of elements in a claim by 
counting semicolons. 

Newman, however, teaches a computer-based method and apparatus further 
comprising identifying each semicolon in said each independent claim (see disclosure of 
the use of semicolons in claims, col. 10, line 61 through col. 11, line 67, and in particular 
the disclosure regarding the identification of claim elements at col. 11, lines 15-67) and 
determining a number of said semicolons in said each independent claim, where said 
identifying and determining are performed by said general-purpose computer (see 
disclosure of the use of semicolons in claims, col. 10, line 61 through col. 11, line 67, and 
in particular the disclosure regarding the identification of claim elements at col. 11, lines 
15-67), and wherein determining a number of elements in said each independent claim 
further comprises relating said number of elements in said each independent claim to 
said number of said semicolons (see disclosure that each claim part is separated by a 
semicolon, col. 10, lines 66-67; see also disclosure that claim elements never cross claim 
part boundaries, that is, a colon or semicolon, col. 11, lines 66-67). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to relate the occurrence of semicolons to the number of claim elements, since 
semicolons are used to delineate different elements in patent claims (see col. 11, lines 66- 
67). Combining specific features of the Goffman et al. and Newman references would 
have been obvious to one of ordinary skill in the art at the time of the invention since 
both reference describe systems for performing analysis of patent claims, requiring the 
parsing of said claims. 

28. Regarding claims 56 and 65, Newman teaches a computer-based method and 
apparatus wherein relating said number of elements further comprises adding the 
number one to said number of said semicolons (see disclosure that all claim parts are 
separated by semicolons, col. 10, lines 66-67, meaning that there would be one more 
claim part/element than semicolons). 

29. Claims 14, 52-54, 57-63 and 66-72 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Applicants' Admitted Prior Art. 
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30. Regarding claim 14, Admitted Prior Art teaches a method for ranking a set of 
patents according to strength, comprising: \ 

a) analyzing said set of patents by consideration of a number of linguistic 

components in at least one claim in each patent (see disclosure that in 
general, the fewer claim elements or words in a claim, the broader its scope, 
paragraph [0012]); and 

b) assigning a strength ranking to said each patent responsive to said analysis 

(see disclosure that the claim structure and scope are two of the criteria that 
determine the "strength" of a patent, paragraph [0014]). 



Admitted Prior Art does not explicitly teach a method that identifies each 
independent claim. 



These step would have been obvious to one of ordinary skill in the art at the time 
of the invention, however, since it was well known in the art that the fewer elements in 
a claim, the broader its scope (see paragraph [0012]), and furthermore that independent 
claims must contain fewer elements than their respective dependent claims. 
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Admitted Prior Art fails to explicitly teach storing the resulting strength ranking 
in a database. 

It would have been obvious to an ordinary artisan, however, to store the result in 
a database (database being broadly interpreted as any information repository, including 
non-computer-based repositories such as a book or ledger), since this would preclude 
the need to re-calculate strength rankings of patents which have previously been 
calculated. 

Admitted Prior Art fails to explicitly teach a method performed on a computer. 

However, it is a well settled rule that automating a known manual process that 
accomplishes the same result would be obvious to an ordinary artisan in order to make 
the performance of the process less labor intensive and faster. See In re Venner et al 
(CCPA) 120 USPQ 192. 

31. Regarding claims 70 and 72, Admitted Prior Art teaches a method and apparatus 
for ranking a set of patents according to strength, comprising: 
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a) analyzing said set of patents by consideration of a number of elements in at 

least one claim in each patent (see disclosure that in general, the fewer 
claim elements or words in a claim, the broader its scope, paragraph 
[0012]); and 

b) assigning a strength ranking to. said each patent responsive to said analysis 

(see disclosure that the claim structure and scope are two of the criteria that 
determine the "strength" of a patent, paragraph [0014]). 

Admitted Prior Art does not explicitly teach a method that identifies each 
independent claim. 

These step would have been obvious to one of ordinary skill in the art at the time 
of the invention, however, since it was well known in the art that the fewer elements in 
a claim, the broader its scope (see paragraph [0012]), and furthermore that independent 
claims must contain fewer elements than their respective dependent claims. 

Admitted Prior Art fails to explicitly teach storing the resulting strength ranking 
in a database. 
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It would have been obvious to an ordinary artisan, however, to store the result in 
a database (database being broadly interpreted as any information repository, including 
non-computer-based repositories such as a book or ledger), since this would preclude 
the need to re-calculate strength rankings of patents which have previously been 
calculated. 

Admitted Prior Art fails to explicitly teach a method performed on a computer. 

However, it is a well settled rule that automating a known manual process that 
accomplishes the same result would be obvious to an ordinary artisan in order to make 
the performance of the process less labor intensive and faster. See In re Venner et al 
(CCPA) 120 USPQ 192. 

32. Regarding claim 71, Admitted Prior Art teaches a method for ranking a set of 
patents according to strength, comprising: 

a) identifying said linguistic or textual components in said at least one claim (see 

disclosure that the fewer words in a claim, the broader its scope, paragraph 

[0012]); and 
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b) determining a number of said linguistic or textual components in said at least 

one claim (see disclosure that the fewer words in a claim, the broader its 
scope, paragraph [0012]). 

c) analyzing said set of patents by consideration of a number of linguistic 

components in at least one claim in each patent (see disclosure that in 
general, the fewer claim elements or words in a claim, the broader its scope, 
paragraph [0012]); and 

d) assigning a strength ranking to said each patent responsive to said analysis 

(see disclosure that the claim structure and scope are two of the criteria that 
determine the "strength" of a patent, paragraph [0014]). 

Admitted Prior Art does not explicitly teach a method that identifies each 
independent claim, and subsequently identifies the independent claim with the smallest 
number of elements. 

These steps would have been obvious to one of ordinary skill in the art at the 
time of the invention, however, since it was well known in the art that the fewer 
elements in a claim, the broader its scope (see paragraph [0012]), and furthermore that 
independent claims must contain fewer elements than their respective dependent 
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claims, as well as the fact that claim scope is one criteria that determines the "strength" 
of a patent (see paragraph [0014]), and finally that a patent's breadth will be determined 
by its broadest claim, which must necessarily be the broadest independent claim. 

Admitted Prior Art fails to explicitly teach storing the resulting strength ranking 
in a database. 

It would have been obvious to an ordinary artisan, however, to store the result in 
a database (database being broadly interpreted as any information repository, including 
non-computer-based repositories such as a book or ledger), since this would preclude 
the need to re-calculate strength rankings of patents which have previously been 
calculated. 

Admitted Prior Art fails to explicitly teach a method performed on a computer. 

However, it is a well settled rule that automating a known manual process that 
accomplishes the same result would be obvious to an ordinary artisan in order to make 
the perform_ance of the process less labor intensive and faster. See In re Venner et al 
(CCPA) 120 USPQ 192. 
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33. Regarding claims 52 and 61, Admitted Prior Art teaches a method and apparatus 
for ranking a set of patents according to strength substantially as claimed, including 
determining a number of elements in each claim (see disclosure that the fewer elements 
in a claim, the broader its scope, paragraph [0012]). 

Admitted Prior Art does not explicitly teach a method and apparatus that 
identifies each independent claim, and subsequently identifies the independent claim 
with the smallest number of elements. 

These steps would have been obvious to one of ordinary skill in the art at the 
time of the invention, however, since it was well known in the art that the fewer 
elements in a claim, the broader its scope (see paragraph [0012]), and furthermore that 
independent claims must contain fewer elements than their respective dependent 
claims, as well as the fact that claim scope is one criteria that determines the "strength" 
of a patent (see paragraph [0014]), and finally that a patent's breadth will be determined 
by its broadest claim, which must necessarily be the broadest independent claim. 
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Admitted Prior Art fails to explicitly teach an apparatus comprising a computer. 

However, it is a well settled rule that automating a known manual process that 
accomplishes the same result would be obvious to an ordinary artisan in order to make 
the performance of the process less labor intensive and faster. See In re Venner et al 
(CCPA) 120 USPQ 192. 

34. Regarding claims 57 and 66, Admitted Prior Art additionally teaches a method 
and apparatus further comprising: 

a) identifying said linguistic or textual components in said at least one claim (see 

disclosure that the fewer words in a claim, the broader its scope, paragraph 
[0012]); and 

b) determining a number of said linguistic or textual components in said at least 

one claim (see disclosure that the fewer words in a claim, the broader its 
scope, paragraph [0012]). 
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Admitted Prior Art does not explicitly teach a method and apparatus that 
identifies each independent claim, and subsequently identifies the independent claim 
with the smallest number of elements. 

These steps would have been obvious to one of ordinary skill in the art at the 
time of the invention, however, since it was well known in the art that the fewer 
elements in a claim, the broader its scope (see paragraph [0012]), and furthermore that 
independent claims must contain fewer elements than their respective dependent 
claims, as well as the fact that claim scope is one criteria that determines the "strength" 
of a patent (see paragraph [0014]), and finally that a patent's breadth will be determined 
by its broadest claim, which must necessarily be the broadest independent claim. 

Admitted Prior Art fails to explicitly teach an apparatus comprising a computer. 

However, it is a well settled rule that automating a known manual process that 
accomplishes the same result would be obvious to an ordinary artisan in order to make 
the performance of the process less labor intensive and faster. See In re Venner et al 
(CCPA) 120 USPQ 192. 
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35. Regarding claims 53, 54, 58, 59, 62, 63, 67 and 68, Admitted Prior Art teaches a 
method and apparatus for ranking a set of patents according to strength substantially as 
claimed. 

Admitted Prior Art does not explicitly teach a method and apparatus wherein 
assigning a strength ranking further comprises assigning a higher ranking to a patent 
with smaller number of elements in its first independent claim, and assigning the 
highest ranking to the patent with the smallest number of elements in its first 
independent claim. 

These steps would have been obvious to one of ordinary skill in the art at the 
time of the invention, however, since it was well known in the art that the fewer 
elements in a claim, the broader its scope (see paragraph [0012]), and that claim scope is 
one criteria that determines the "strength" of a patent (see paragraph [0014]), which 
means that the strength of a given patent is at least partially defined by its broadest 
claim, the broadest claim being the shortest independent claim, and therefore a patent 
whose shortest independent claim is shorter than that of another patent would therefore 
be assigned a higher strength rarUcing, and a patent whose shortest independent claim 
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is shorter than that of all other claims would therefore be assigned the highest strength 
ranking. 

Admitted Prior Art fails to explicitly teach an apparatus comprising a computer. 

However, it is a well settled rule that automating a known manual process that 
accomplishes the same result would be obvious to an ordinary artisan in order to make 
the performance of the process less labor intensive and faster. See In re Venner et al 

s 

(CCPA) 120 USPQ 192. 

36. Regarding claims 60 and 69, Admitted Prior Art additionally teaches a method 
and apparatus wherein analyzing said set of patents by consideration of number of 
linguistic or textual components further comprises counting a number of terms in said 
at least one claim in said each patent (see disclosure that the fewer words in a claim, the 
broader its scope, paragraph [0012]). 

Admitted Prior Art does not explicitly teach a method and apparatus that 
identifies each independent claim. 



j 
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These steps would have been obvious to one of ordinary skill in the art at the 
time of the invention, however, since it was well known in the art that the fewer 
elements in a claim, the broader its scope (see paragraph [0012]), and furthermore that 
independent claims must contain fewer elements than their respective dependent 
claims, as well as the fact that claim scope is one criteria that determines the "strength" 
of a patent (see paragraph [0014]), and finally that a patent's breadth will be determined 
by its broadest claim, which must necessarily be the broadest independent claim. 

Admitted Prior Art fails to explicitly teach an apparatus comprising a computer. 

However, it is a well settled rule that automating a known manual process that 
accomplishes the same result would be obvious to an ordinary artisan in order to make 
the performance of the process less labor intensive and faster. See In re Venner et al. 
(CCPA) 120USPQ 192. 

37. Claims 55, 56, 64 and 65 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Admitted Prior Art as applied to claims 22, 52-54, 57-63 and 66-72 above, and 
further in view of Newman (U.S. Patent 5,774,833). 
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38. Regarding claims 55 and 64, Admitted Prior Art teaches a method and apparatus 
for ranking a set of patents according to strength substantially as claimed. 

Admitted Prior Art does not explicitly teach a method and apparatus further 
comprising determining the number of elements in a claim by counting semicolons. 

Newman, however, teaches a computer-based method and apparatus further 
comprising identifying each semicolon in said each independent clairii (see disclosure of 
the use of semicolons in claims, col. 10, line 61 through col. 11, line 67, and in particular 
the disclosure regarding the identification of claim elements at col. 11, lines 15-67) and 
determining a number of said semicolons in said each independent claim, where said 
identifying and determining are performed by said general-purpose computer (see 
disclosure of the use of semicolons in claims, col. 10, line 61 through col. 11, line 67, and 
in particular the disclosure regarding the identification of claim elements at coL 11, lines 
15-67), and wherein determining a number of elements in said each independent claim 
further comprises relating said number of elements in said each independent claim to 
said number of said semicolons (see disclosure that each claim part is separated by a 
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semicolon, col. 10, lines 66-67; see also disclosure that claim elements never cross claim 
part boundaries, that is, a colon or semicolon, col. 11, lines 66-67). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to relate the occurrence of semicolons to the number of claim elements, since 
semicolons are used to delineate different elements in patent claims (see col. 11, lines 66- 
67). Combining specific features of the Admitted Prior Art and Newman references 
would have been obvious to one of ordinary skill in the art at the time of the invention 
since both reference describe systems for performing analysis of patent claims, 
requiring the parsing of said claims. 

39. Regarding claims 56 and 65, Newman teaches a computer-based method and 
apparatus wherein relating said number of elements further comprises adding the 
number one to said number of said semicolons (see disclosure that all claim parts are 
separated by semicolons, col. 10, lines 66-67, meaning that there would be one more 
claim part/element than semicolons). 
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Response to Arguments 

40. Applicant's arguments filed 15 February 2007 have been fully considered but 
they are not persuasive. 

41. Regarding the Applicants' argument that the amendments to claims 14 and 22 
distinguishes over the prior art of record, the examiner respectfully disagrees, at least in 
part. 

The as-amended 'analyzing' limitation in claims 14 and 22 now reads "analyzing 
said set of patents by consideration of a number of linguistic components in at least one 
independent claim in said each patent". The instant amendment removed language 
which made explicit the inclusion of the number of elements and the number of textual 
components as part of the claimed analysis. 

However, a review of the Applicants' specification (specifically paragraphs 
[0059] through [0061]) makes plain the fact that the proper interpretation of the 
amended 'analyzing' limitation is that the 'analysis' entails merely counting the number 
of 'linguistic components' in a given claim. Paragraph [0059] clearly discloses that the 
cited linguistic analysis is performed merely to decompose a claim into components and 
then to count the number of components: 
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"Another metric relates to a weighted count of linguistic or 
textual components found in the claim(s) under study or of 
correlations among such components. These components may be 
determined via analysis at various linguistic levels, including 
phonological, morphological, lexical, syntactic, semantic, discourse 
structure, or pragmatic levels." 

The nature of claim scope analysis (also discussed in the Applicants' specification 
at paragraphs [0011] and [0012]) is and has been well known in the art of patent claim 
drafting for decades (if not longer). It can be fairly summarized by the statement that a 
claim is said to be 'broader' if it is shorter, and is said to be 'narrower' if it is longer. 

Any claim can be 'decomposed' into component parts, such as words, letters, 
phrases, elements, or limitations. In accordance with the above discussion of claim 
scope analysis, regardless of the components into which a claim is decomposed, it 
would be obvious to an ordinary artisan in the claim drafting art that a claim with fewer 
components can generally be assumed to be broader than a claim with more 
components. 

What this means is that regardless of the 'components' into which a claim is 
decomposed, merely using a quantization value as a measure of claim breadth or 
narrowness (i.e.. the claimed 'strength ranking') is not novel . Regardless of what the 
components are, if there are more of them in a first claim than in a second claim, the 
first claim can generally be said to be 'narrower' than the second claim. 
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Given the fact that the mere use of a quantization of claim components is not 
novel, the only other aspect of claims 14 and 22 that might lend novelty is the nature of 
the decomposition. If the decomposition is novel, then such a decomposition- 
quantization-type claim might be novel. 

However, this is clearly not ttie case for claims 14 and 22. Given the fact that the 
decomposition into 'linguistic components' as claimed finds its basis in an April 1998 
document (as cited by the Applicants in their arguments), the claimed decomposition of 
a claim into linguistic components is not novel. 

42. Regarding the Applicants* argument that the Goffman et al. reference fails to 
disclose linguistic components, the examiner respectfully disagrees. 

The examiner concedes the fact that some of the linguistic analysis disclosed in 
the Liddy reference cited by the Applicants in their remarks is not taught by the 
Goffman et al. reference. However, as discussed above, claims 14 and 22, read in light 
of the specification, merely cite that a claim is decomposed into linguistic components, 
and that those linguistic components are then counted and the count for each claim is 
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then used to assign a corresponding 'strength ranking'. Claims 14 and 22 do not cite 
any actual linguistic analysis other then decomposition of the claim into components. 

As pointed out by the Applicants, the Liddy reference cites a number of levels of 
linguistic analysis. One of these levels is lexical, which Liddy discloses is the 'word 
level analysis'. Clearly, 'word level analysis' requires the claimed decomposition of the 
claim to be performed such that the 'lexical components' are words. 

Thus, one example of a linguistic component (for at least the case of lexical 
analysis) is a word. The Goffman et al. reference teaches the calculation of a 'strength 
ranking' of a claim based on the number of words in the claim, anticipating the claimed 
assignment of a 'strength ranking' based on the number of linguistic components in the 
claim, since the Liddy reference discloses that in the case of lexical [word level] analysis, 
linguistic components are words. 

Conclusion 

43. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Liddy ("Enhanced Text Retrieval Using Natural Language Processing") teaches 
the acceptance of natural language processing in text retrieval. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Luke S. Wassum whose telephone number is 571-272- 
4119. The examiner can normally be reached on Monday-Friday 8:30-5:30, alternate 
Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John R. Cottingham can be reached on 571-272-7079. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

In addition, INFORMAL or DRAFT communications may be faxed directly to the 
examiner at 571-273-4119. Such commimications must be clearly marked as 
INFORMAL. DRAFT or UNOFFICIAL. 

Customer Service for Tech Center 2100 can be reached during regular business 
hours at (571) 272-2100, or fax (571) 273-2100. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Primary Examiner 
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